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RgKi^ARKS/ARGUMENTS 

Applicants gratefully acknowledge the withdrawal of the rejection Dased upon 35 
U.S.C. § 1 12, Second Paragraph and the withdrawal of the finality of the previous Office 
Action. 

Entry of the foregoing amendments, and reconsideration of the subject 
application in view of the following remarks is respectfully requested. 

Claims M7. 19-24 and 33 remain pending in this application. Applicants 
propose amending claim 17. Applicants respectfully submit that the amendment to me 
claim places it in condition for allowance or in a better fomn for consideration on appeal. 
No new matter is added by the amendment- 

As the present response addresses all outstanding issues. Applicants once again 
respectfully request that the Examiner declare an Interference consistent with their 
Second Request for an Interference pursuant to 37 C.F.R. § l .607 filed on November 4. 
2003. 

I. Claim Rejection under 35 U.S.C. § 112. First Paragraph 

Claims 17 and 19-24 remain rejected under 35 U.S.C. § 112, first paragraph as 
allegedly containing new matter. In panlcuiar, the Patent Office alleges that Applicants 
identification of support for the instant claims does not provide full support for "(i) the 
formula of the organopojyslloxane and (ii) the range of peroxide, respectively, of claim 
17." Office Action, page 2. Each of these Issues is discusses separately below. 

A. claimed peroxide ranqe is cxp fesaiy disclosed 
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In response to the Examiner's comments in the Office Action. Applicants clarity 
their arguments as follows and provide the attached Appendix A to support their 
assertion that the claimed peroxide range (Irom about 0.1% to about 5% by weight of 
the total composition of a curing agenf) are disclosed in the specification. As shown in 
Exhibit A, a composition of 15% silicone polymer and 0.75% curing agent (as provided 
by the embodiment described in the specification on page 2, lines 19-28) is the same as 
a composition of 100 weight parts silicone polymer and 5 weight parts curing agent, or 
in other words, the upper value of the claimed range. LIKewise, a composition of 50% 
silicone polymer and 0.1% curing agent is we same as a composition of too welgr^t 
parts silicone polymer and 0.2 weight parts curing agent. The lower range is supported 
when one taKes into consideration that 100 weight parts of silicone polymer are also 
disclosed, see Example 1 , page 12, lines 8-14, because 0.1 % of 100 weight parts is the 
same as 0.1 weight parts. 

This is also consistent with the examples which provide as follows. Example 1 of 
the specification describes the preparation of the claimed product using "1.25 parts 2,5- 
dimethyl(t-butylperoxy)hexane peroxide," which is well within the claimed range. See 
page 12, lines 22-23. UKewise, Example 2 of the specification describes tfie 
preparation of the claimed product using "1.4 parts 2,4-dichlorobenzoyl peroxide," which 
is also well within the claimed range. See page 15, lines 2-3. 

It is well established that "[t]he fundamental factual inquiry [for detennining 
compliance with the written description requirement] is whether the specification 
conveys with reasonable clarity to those skilled in the art that, as of the filing date 
sought, applicant was in possession of the invention as now claimed." See MPEP 
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§ 2163.I.B. (Eighth Bd. Rev. 2 2004) (citing Vas-Cath. Inc., 935 F.2d 1S55. 1563-64, 19 
USPQ2d at 11 1 7 (Fed. Cir. 1991 ). In view of the foregoing, it is apparent that the 
specification conveys that Applicants were in possession of the peroxide ranges recited 
in claim 17. 

B. The formula of orqano pQlysiloxane 

Although Applicants maintain that the organopolysiloxane fomnula recited in claim 
17. namely RaSiO(4-ay2 in which R is selected from substituted and unsuPstitutad 
monovalent hydrocartion groups and a has a value from l .95 to 2.05 is implicitly and 
inherently disclosed in the original specification for at least the reasons previously 
provided, Applicants nonetheless amend the claim to further the prosecution of this 
matter. In particular, Applicants have amended the claim to recite that a has a value of 
2. Applicants believe that the Examiner has indicated that there is support for this 
amount. Accordingly, Applicants respectfully submit that the amendment obviates the 

basis for rejection. 

In view of at least the foregoing, Applicants respectfully request that the 
Examiner withdraw the rejection as to claims 17 and 19-24 under 35 U.S.C. § 112, first 
paragraph. 

II. Claim Rejection under 35 U.S.C. § 102(e) 

The Patent Office rejects claims 1-6, 8-13, 15-24 and 33 as allegedly anticipated 
by Matsushita et al. (U.S. Patent No. 5.824,729). As previously noted. Applicants 
previously submitted a Request for an Interference Pursuant to 37 C.F.R. § 607 
accompanied by an affidavit antedating Matsushita as a reference, in accordance with 
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37 C.F.R- § 608. The interference request nas not yet been considered by the Patent 
Office. A Second Request for an Interference Pursuant to 37 C.F.R. § 607 was also 
submitted with Applicants' previous response consistent with the previously presented 
claim amendments. This interference request has also not yet been considered. 
Although Applicants urge othenwise, the Examiner currently indicates she will not 
consider Applicants' Request for an Interference until all other issues relating to 
patentability of this invention have been resolved. When Applicant's request is 
considered, the Rule 608 affidavit will remove Matsushita as a reference. 

lit. Claim Rejection under 35 U.S.C. § 103(a) 

A. Matsushita et al. 

Claims 7, 12, and 14 are rejected as obvious over Matsushita et al. As 
discussed above and in Applicants' previous response. Applicants respectfully traverse 
the rejection because Matsushita Is not a proper reference and should be removed 
upon the Patent Office's consideration of Applicants' Request for an Interference and 
Rule 608 affidavit. 

B. Dams in view of Milbert 

Claims 1-17 and 19-24 and 33 are rejected as obvious over Dams (U.S. Patent 
No. 4,355,129) in view of Milbert (U.S. Patent No. 3,821.140). Applicants respectfully 
traverse the rejection for the following reasons. 

In the Office Action, the Examiner responds to Applicants' argument that Dams 
and Milbert are not properly combinable by asserting that the references are analogous 
because both teach silicone compositions being used as insulating material. Office 
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Action, page 4. However, to establish a pn'ma facie case of obviousness, there must be 
a suggestion or motivation to combine the references. Thus, even if the references are 
analogous, that alone does not render the references property comblnable. Further, the 
mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior an also suggests the desirability of the 
combination. SeeUPB? § 2143.01 (citing In re Mills, 916 F.2d 680, 16 USPQ2d 1430 
(Fed. Cir. 1990)); see also MPEP 2144.08.II.A (stating "it is essential the Office 
personnel find some motivation or suggestion to make the claimed invention in light of 
the prior art teachin9s")(citing In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1653. 1666 
(Fed. Cir. 1996). [emphasis added] 

HejB, the prior an does not suggest the desirability of the combination. In fact, 
both Dams and Milbert suggest quite the contrary. For example, Dams states that "the 
compositions of this invention are particularly suitable for use in the fabrication of 
articles which may be subjected to the effect of elearical surface dischaarges and 
where resistance to change in the electrical and physical perperties is desired." Col. 3. 
In. 38-42. UKewise, Milbert states that the elastomers "have good mechanical 
propenies and are fire resistant." Col. 4, In. 1-4. Thus, there was no expectation of any 
advantage in combining the references. Therefore, a person skilled in the art would not 
be motivated to modify the compositions of either reference to incorporate components 
of the other. Accordingly, a prima facie case of obviousness is not established- 

Further, as previously argued by Applicants, even when combined the references 
are deficient for failing to disclose the claimed range of the coupling agent (e.g., from 
about 0.01% to about 1% by weight of the total composition of a coupling agent). The 
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Examiner responds to this argument by asserting that the amount of the coupling agent 
could be deiemiined through routine experimentation. Hovi^ver, Applicants respectfully 
sum'a that the amounts could not be determined through undue experimentation. In 
particular, given the unpredictability of the technology there can be no reasonable 
expectation of success {See MPEP § 2143) where one merely picKs and chooses from 
the multitude of possibilities and combinations. Although the Examiner cites U.S. 
Patent No. 5,583,172 to Imahashi et al. as evidence of the use of coupling agents at the 
time of the Invention. Imahashi merely refers to the use of coupling agents as a surface 
treatment for metal hydroxide and flame retardant aid Defore tneir incorporation into 
synthetic resins. Moreover, the amount of coupling agent disclosed in the reference is 
0.1 to 10 parts by weight relative to 1 GO parts by weight of the flame retardant 
[emphasis added] Thus, the disclosure provides no guidance regarding the amount of 
coupling agent used in the synthetic resin it describes, let alone the compositions of the 
present invention. Additionally, the Examiner has not responded to Applicants 
argument pointing out that there is no evidence that the amount of the coupling agent 
was recognized in the prior art to be a results-effective variable. See MPEP 
2144.05.II.B. Accordingly, even wrfien combined the references are deficient and thus a 
prima facie case of obviousness is not established. 

Finally, even if a prima faciecase of obviousness was established, it would be 
rebutted by the unexpected results achieved by the claimed invention. In response to 
the Examiner's comments that Applicants' statement in the specification that all of the 
products prepared showed superior physical properties in the specification does not 
meet the requirement for overcoming the rejection over the cited reference. Applicants 
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further clarify their argument. In particular, Applicants respectfully direct the Examiner's 
attention to Tables I. II, III, IV and V of Milbert and Table I of the present specification at 
page l3. A comparison of the values from the tables shows that the present invention 
achieves a Shore A Hardness of 70 as compared to the prior art which achieves 
considerably lower values. Moreover, the specification points out that "at higher sijane 
coupling agent concentrations (VTES), and higher ATH loading the product showed 
increased times to failure in tracking and erosion testing." Page 13. line 22-page 14, 
line 2. See also, Table II on page 14. 

In view of at least the foregoing, Applicants submit that claims 1-17, 19-24 and 
33 are in condition for allowance and reiterate their request that the Patent Office 
withdraw its rejection and declare an interference with Matsushita and U.S. Patent No. 
6.090.879. 

IV. Conclusion 

Applicants respectfully request that the Examiner withdraw the outstanding 
rejections and declare an interference as previously requested. Should there be any 
outstanding maners that need to be resolved In the present application, the Examiner is 
respectfully requested to contact the undersigned at the telephone number listed below 
to conduct an inten/iew in an effort to expedite prosecution in connection with the 
present application- 
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The Commissioner is hereby authorized to charge any fees which may be 
required, or credit any overpayment, to Deposit Account Number 50-0206. 



Respectfully submitted. 




Robert M. Schulman. Reg. No, 31,196 
Scon F. Yamell, Reg. No. 45.245 



Hunton & Williams 
Intellectual Property Department 
1900 K Street, N.W. 
Suite 1200 

Washington, D.C. 20006-1109 
(202) 955-1500 (telephone) 
(202) 778-2201 (facsimile) 
RMS/SFY 
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